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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



Applicants: 



DiTullio, Paul 



ASSIGNEE: 



TransXenoGen, Inc. 



Serial Number: 



09/247,246 



EXAMrNER: R. Schnizer 



Filing Date: 



February 9, 1999 



ART UNIT: 1632 



FOR: 



GENETIC MANIPULATION OF SPERMATOGONIA 



June 7, 2001 

Boston, Massachusetts 



Assistant Commissioner for Patents 
Washington, D.C. 20231 



TRANSMITTAL LETTER 



Transmitted herewith for filing in the above -referenced patent application are the following documents: 

^ Supplemental Information Disclosure Statement (3 pgs.); 
(3 PTO Form 1449(1 pg., in duplicate); 
1^1 Copy of eleven (11) references; 

Check No. 91 15 for $180.00; and 
£3 Return Postcard. 

If the enclosed papers are considered incomplete, the Mail Room is respectfiilly requested 
to contact the undersigned collect at 617-542-6000, Boston, Massachusetts. Although Applicants 
believe no fees are due in connection with this filing, the Commissioner is hereby authorized to 
charge any deficiencies to the undersigned's account, Deposit Account No. 50-031 1, Ref. No. 



21578-002. 



Respectfully submitted, 




Ingrid A. Beattie, Reg. No. 42,306 
Attorney for Applicant 



c/o MINTZ, LEVIN 
One Financial Center 



Boston, Massachusetts 021 1 1 




Tel: (617) 542-6000 
Fax: (617) 542-2241 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



Applicants 
assignee 
Serial Number 
Filing Date 
For 



Paul DiTullio 
TranXenoGen, Inc. 

09/247,246 EXAMINER: R. Schnizer 

February 9, 1 999 ART UNIT: 1 632 

GENETIC MANIPULATION OF SPERMATOGONIA 



June 7, 2001 

Boston, Massachusetts 



Assistant Commissioner for Patents 
Washington, D.C. 20231 



SUPPLEMENTAL INFORMATION DISCLOSURE STATEMENT 



Sir: 



Pursuant to the duty of disclosure under 37 C.F.R. §§1.56, 1.97 and 1.98, Applicant 
hereby makes of record the documents listed below and on the attached modified Form 
PTO-1449 (submitted in duplicate) in the above-identified application, copies of which are 
submitted herewith. The order of presentation of the references should not be construed as an 
indication of the importance of the references. 



Other Prior Art - Non Patent Literature Documents: 

CA Baccetti et al. (2000) "Conclusions", Mol Reprod. Dev., Vol. 56, pp. 329- 

330. 

CB Brinster et al. (1994) "Germline Transmission of Donor Haplotype 

Following Spermatologonial Transplantation", Proc. Natl Acad. ScL 
USA., Vol. 91, pp. 11303-11307. 

CC Brinster et. al. (1994) "Spermatogenesis Following Male Germ-cell 

Transplantation", Proc. Natl Acad. Sci. U.S.A., Vol. 91, pp. 11298-1 1302. 

CD Cappello et al. (2000) "hDAF Expression in Hearts of Transgenic Pigs 

Obtained by Sperm-Mediated Gene Transfer", Transpl Proc. , Vol. 32, pp. 
895-896. 

CE Hagmann, M. (1999) "Fertility Therapy MayAid Gene Transfer", Science, 

Vol. 284, pp. 1098-1099. 
CF Lai et al. (1 997) "Generation of Transgenic Mice Expressing Human 

Tissue-type Plasminogen Activator in Mammary Glands by Transfecting 

Spermatogenia In Vivo", In Annual Anthology of University of Agriculture 

and Animal Science, PLA., Changchun, p. 58. 
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CG Lavitrano et ah (1 999) "Human Decay Accelerating Factor Transgenic Pigs 

for Xenotransplantation Obtained by Sperm-Mediated Gene Transfer", 

Transpi Proc, Vol. 31, pp. 972-97 '4. 
CH Maione et al. (1998) "Sperm-Mediated Gene Transfer in Mice", MoL Repr. 

And Dev., Vol. 50, pp. 406-409. 
CI Ogura et al. (1998) "Develoment of Normal Mice from Metaphase I 

Oocytes, Fertilized with Primary Spermatocytes", Proc. Natl. Acad. Sci. 

U.S.A., Vol. 95, pp. 561 1-5615. 
CJ Perry et al. (1999) "Mammalian Transgenesis by Intracytoplasmic Sperm 

Injection", Science, Vol. 284, pp. 1 180-1 183. 
CK Songsasen et al. (1998) "Live Mice from Cryopreserved Embryos Derived 

In Vitro with Cryopreseved Ejaculated Spermatozoa", Lab. Anim. ScL, Vol. 

48, pp. 275-281. 

This Information Disclosure Statement is being been filed more than three months after 
the filing date of this application and after the mailing date of the first Office Action, but before 
the mailing date of either a final action under 37 C.F.R. § 1 . 1 1 3 or a Notice of Allowance under 
37 C.F.R. §1.311. 

£3 The fee of $ 1 80.00 as set forth in 37 C.F.R. § 1 . 1 7(p) is enclosed. 

["1 The Applicant hereby certifies, as specified in 37 C.F.R. § 1.97(e), that: 
(Check a or b below) 

I I a. Each item of information contained in this Information Disclosure Statement was cited 
in a communication from a foreign Patent Office in a counterpart for this application 

not m ore than three 

months prior to the filing of this Statement. 

I I b. No item of Information contained in this Information Disclosure Statement was cited 
in a communication from a foreign patent office in a counterpart for this application 
or, to the knowledge of the under signed after making reasonable inquiry, was known 
to any individual designated in 37 C.F.R. § 1.56(c) more than three months prior to the 
filing of this Statement. 

PI c. before the mailing date of a first Office Action on the merits in the above-identified case. 

Accordingly, no fee or certification is required. 37 C.F.R. § 1 .97. 

A copy of each of the above-identified information is enclosed unless otherwise indicated 
on the attached Form PTO-1449 (modified). It is respectfully requested that the Examiner 
consider completely the cited information, along with any other information, in reaching a 
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determination concerning the patentability of the present claims, and signs the enclosed form 
PTO-1449 to evidence that the cited information has been fully considered by the Patent and 
Trademark Office during the examination of this application. 

By submitting this Information Disclosure Statement, the Applicant makes no 
representation that: (1) a search has been performed, of the extent of any search performed, or 
that more relevant information does not exist; (2) the information cited in the Statement is, or is 
considered to be, material to patentability as defined in 37 C.F.R. § 1.56(b); and (3) the 
information cited in the Statement is, or is considered to be, in fact, prior art as defined by 
35 U.S.C. §102. 

Notwithstanding any statements by the Applicant, the Examiner is urged to form his/her 
own conclusion regarding the relevance of the cited information. An early and favorable action 
is hereby requested. Please charge any additional fees that may be due, or credit any 
overpayment of same, to Deposit Account No. 50-031 1, Reference No. 21578-002. 

Respectfully submitted, 

Ingrid A. Beattie, Reg. No. 42,306 
Attorney for Applicant 
MINTZ, LEVIN, COHN, FERRIS 
GLOVSKY AND POPEO, P.C 
One Financial Center 
Boston, Massachusetts 021 1 1 
Tel: (617)542-6000 
Fax: (617)542-2241 



Date: June 7, 2001 
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Attorney Docket No. 21578-002 
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

Applicant(s): Paul DiTullio 

Serial No.: 09/247,246 Examiner: R. Schnizer 

Filing Date: February 9,1999 Art Unit: 1632 

Title: genetic manipulation of spermatogonia 

Assistant Commissioner for Patents 
Washington, D.C. 20231 

TRANSMITTAL LETTER 



Transmitted herewith for filing in the present application are the following documents: 



• Supplemental Information Disclosure Statement 

• Form PTO 1449 

• Copies of 1 Reference 

• Return Postcard 



Please charge any additional fees that may be due, or credit any overpayment of same, to 
Deposit Account No. 50-03 11, Reference No. 21578-002. A duplicate copy of this Petition is 
enclosed. 



Respectfully submitted, 

Ingrid A. Beattie, Reg. No. 42,306 
Attorney for Applicants 
MINTZ, LEVIN, COHN, FERRIS, 
GLOVSKY and POPEO, P.C. 
One Financial Center 
Boston, Massachusetts 021 1 1 
Dated: September 27, 2000 Tel: (6 1 7) 542-6000 

Fax: (617)542-2241 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

APPLICANTS: Paul DiTullio 

ASSIGNEE: TranXenoGen, Inc. 

Serial Number: 09/247,246 Examiner: R. Schnizer 

Filing Date: February 9, 1999 Art Unit: 1632 

FOR: genetic manipulation of spermatogonia 

September 27, 2000 
Boston, Massachusetts 

Assistant Commissioner for Patents 
Washington, D.C. 20231 

SUPPLEMENTAL INFORMATION DISCLOSURE STATEMENT 

Sir: 

Pursuant to the duty of disclosure under 37 C.F.R. §§1.56, 1.97 and 1.98, Applicants 
hereby make of record the documents listed below and on the attached modified Form PTO-1449 
(submitted in duplicate) in the above-identified application, copies of which are submitted 
herewith. The order of presentation of the references should not be construed as an indication of 
the importance of the references. 

Other Prior Art - Non Patent Literature Documents: 

AB Yamazaki, Yukiko et al. (1998) "In Vivo Gene Transfer to Mouse Spermatogenic Ceils by 

Deoxyribonucleic Acid Injection Into Seminiferous Tubules and Subsequent 
Electroporation" Biology of Reproduction, Vol. 55, pp. 1439-1444; 
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This Information Disclosure Statement is being been filed more than three months after 
the filing date of this application and after the mailing date of the first Office Action, but before 
the mailing date of either a final action under 37 C.F.R. §1.1 13 or a Notice of Allowance under 
37C.F.R. §1.311. 

[X] The fee of $240 as set forth in 37 C.F.R. §1.17(p) is enclosed. 

| | The Applicant hereby certifies, as specified in 37 C.F.R. § 1.97(e), that: 
(Check a or b below) 

Q a. Each item of information contained in this Information Disclosure Statement was cited 
in a communication from a foreign Patent Office in a counterpart for this application 
not more than three months prior to the filing of this Statement. 

| | b. No item of Information contained in this Information Disclosure Statement was cited 
in a communication from a foreign patent office in a counterpart for this application 
or, to the knowledge of the under signed after making reasonable inquiry, was known 
to any individual designated in 37 C.F.R. § 1.56(c) more than three months prior to the 
filing of this Statement. 

| | c before the mailing date of a first Office Action on the merits in the above-identified case. 
Accordingly, no fee or certification is required. 37 C.F.R. §1.97. 

A copy of each of the above-identified information is enclosed unless otherwise indicated 
on the attached Form PTO-1449 (modified). It is respectfully requested that the Examiner 
consider completely the cited information, along with any other information, in reaching a 
determination concerning the patentability of the present claims, and signs the enclosed form 
PTO-1449 to evidence that the cited information has been fully considered by the Patent and 
Trademark Office during the examination of this application. 

By submitting this Information Disclosure Statement, the Applicant makes no 
representation that: (1) a search has been performed, of the extent of any search performed, or 
that more relevant information does not exist; (2) the information cited in the Statement is, or is 
considered to be, material to patentability as defined in 37 C.F.R. § 1.56(b); and (3) the 
information cited in the Statement is, or is considered to be, in fact, prior art as defined by 
35U.S.C. §102. 
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Notwithstanding any statements by the Applicant, the Examiner is urged to form his/her 
own conclusion regarding the relevance of the cited information. An early and favorable action 
is hereby requested. Please charge any additional fees that may be due, or credit any 
overpayment of same, to Deposit Account No. 50-031 1, Reference No. 14791-502. 

Respectfully submitted, 

Ingrid A. Beattie, Reg. No. 42,306 
Attorney for Applicant 
MINTZ, LEVIN, COHN, FERRIS 
GLOVSKY AND POPEO, P.C 
One Financial Center 
Boston, Massachusetts 021 1 1 
Tel: (617)542-6000 
Fax: (617)542-2241 

Dated September 27, 2000 
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